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ol

Ese] 2E2He o7z 3 o AUBE At At 9l slee] ALE FANFNE
23l B wasldA AU 2o Aol HE nIEF AF

gk " H, welslEd e Aj4le) B YL TAstete] duiglel gl B Pol EAE F
obol] 1 AlRo] ZA|SLTL AW Wer Uh? EFAEE FAHY EHAAHATZIH
EsulwzlE REPciE A shAw Yrle shxlgh E3de REF FAY BAYTY &
#A3 ANl AUtk

Baadz SHAFA W9 dol F3he ZelAv =& A

al

oloflmb = &talzt s

rﬂ
oX
X
N
N

=saHE A

x HAde Y2} (Dept.of Law, Cheju Univ., Cheju~do, 690-756. Korea)
xx WA Pt 73}, Ysata)(Lecturer, Dept.of Law, Cheju Univ, Cheju-do, 690-756,
Korea, Ph.D.)

1) 35 U.S.C. 261 (1988)
2) Brooks v. Fiske, 56 U.S. (15 How) 212, 214 (1853)
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P - $4

€ A7l B3 dol AshE FHo} AUG FAF 715 E A FUE YA er, A F
Ay AE 27 Y8 Zlssle A Sl PPt

o] sh2dl, ¥2e H$£ E&dHEol vo|stn AAH|A X3 WAHoR Fok HuPds
Rg PAsr 97 FE5Adolch v o] M= Ao FS AT F8F =77 ¥ + Uk
agln #5444 HBo] EFA LS 2 FA2AHE od st AT

ZE5AY= e AL kA Fag T 19529 53 Al2z6] HAH sH+7]5
(the means plus function)®] S3AFHHelct. T ol F2 HHs FF F5A4A=Y HE
3 EFslo] itk &Y LYUY L s+ 5Y SIAFHAE A YA FEA
(statutory equivalents) &} %542} (the doctrine of equivalents) & F4H3led $kch. ©

19827t A e A8 I gaP AT HalAage Aels) o] Foizdet 3L
FollAde FUEA el Sxdel wAS Hgin, 2 Ao FiddE ole 49T 2A9
27t A471A Ut

JAM Q5384 Q] (the Court of Customs and Patent Appeals : CCPA) 3 2] 7 IA A 3 (the
Appellate Division of the Court of Claims: Ct.CL)S S§3le] dY&3)8 49 (the Court of
Appeals for the Federal Circuit : CAFC)oj AYH %, dule3lgiddidde F549218 L¢3
o, SAMLFd ST HANA FHY FH F2EAE NG YFS FFsn”

dAdesigLygUe] FeAYE ALsle A Fu. S A0 HE AHAH 7) Fo)
sl B o]l 22 Ut AHA B =z digel HHn antFE A E] M2 Ed
He #eAYeste] EsjgAshzst "HA A U F (invention as a whole)” 2] 3 Aollx A A
slojo} A7}, olygd "84 (element by element)” JAol|A] ZAAslojol & ziQlsle A8
olAth ¥ o] =@ A HeFAsAE T S dATsIAg 3 AN EALF
e Buid AAHg T B U Risjolo] FHE olF W gL} e

TEAMEY HEo o = i EAEL 74 odAlZuleidde] (the Prosecution History

Estoppel Doctrine) 9} #5289 4l& 2] (the Reverse Doctrine of Equivalents) o] th. 7)Ao A}2ul

rio

3) See Graver Tank & Mfg. Co. v. Linde Air Prods. Co., 339 U.S. 605 608 (19%0)

4) I

5) Paul N. Latz, The Federal Circwit, In Determining Ehether Patent Infringement Exists, is Decided over Whether
to Unlize “As A Whole® or “Element-By~Element" Analysis When Applying The Doctrine of Equivalents, 30 S. Texas
L Rev. 441, 441-42 (1988}

6) See Eg, D.M.IL Inc. v. Deere & Co., 755 f.2d 1575
(Fed. Cir. 1985); Palumbo v. Don-Joy Co., 762 F.2d 969
(Fed.Cir. 1985): Pennwali, 833 F.2d 931 (1987)

7 See Ronald D. Hantman, Patent Infringement 72 JPTOS 454, 456 (1990

8) See for the details infra part II, A, 3.

9) See Frank S. Molinaro, Pennwalt corp. v. Durand-Wayland, Inc. -The Federal Curcuit Redcfines the Doctrine
of Equivalents, 38 Depaul L.Rev. 787 (1989)

10) See Paul N. Katz, supra note 5, at 442
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v)ZAyE sl atA U] whelo] ebd Es Al ol ol FHE4o]E

Jim

duele dtd oz FF5AHANYE Aisle AE ogicl ' ¥ FE4H AYYE
HPATHH FIE HolvhA Y+ AR (accused devices) = 7“6ﬂ5\‘}7§-§— WA sfEer
A E#AAelAl EelsiA ALE =gt P

2 =2 d5Ad9e Al Ao B At gayde] BAES o HeAl S 24T
o A, 534 112z 689 YA T TAHL SEHAANAANAM s+ 28] HAHE 7
AR Aoz FF4Ud A BAE A7 8 Aedch

53], Pennwalt#Zoll4 & zo] iy “s4W AFH "AAAA UHF HAFY TAF
Heslxn, o F 7iA AFY AL Hslod, dyrsgdaydyd Aol Graver TankuH 3}
Z1el & LM%

1. HsLsy S5 PN
7). EHrEel W9

N FYYE AZ1EE BANAY F2E B ool B 58 F (etters Patent) & % AY
of 8ol 2lg& FAST AUk of Vool wet ANE EH2FAIA A4 B vF
o4 1797k eielo] Mz AE, Bolslx RAE S widY AeE Yelale ASE GEULL

ol Aol wel WA SelAE HEANNG ESANL AR A Yoz
RFEE FA (ubject matter) & FARLZ AFstn JYspA YeAFFHE WA o4y F
Aoz FAAL WFAAE A4siel FUMolRLh Y SHYTUAE YL (subdivisions) §-&
24 (clements) & Eq34H o] 24t 589 ehg4s A E Aol ol Y wlAA o
£ Esdgele ApasTolch ' SelTUAE SalAAe Uds] HAE VAT, FeA
25 PAolA 2old SH HAE ABUTh T SHAFAN] A FUGAAA T Y
oz ZYsA Y AL AU JAE dAge 290t SHREE BA Fepd sk ol
& 9ol Ao sez sl B ofojtiols) o) FAAsle] WAe] wE A} A
2 42k ZHARA BHE WFA SelATFHA gk AL YddhFol TR HE A

11} See Lewis v. Avco Mfg. Corp., 228 F.2d 919 (7th Cir. 1956): ‘It is well known that
prosecution history supersedes the doctrine of equivalents, :+«- * at 923

12) See Westinghouse v. Boyden Power Brake Co., 170 U.S. 537,569 (1898)

13) U.S. Const. art. I, § 154 8,cl 8.

14) 35 U.S.C. §154 (1988)

15) 35 U.S.C. §112 (1988}

16) Perkin-Elmer Corp. v. Westinghouse Elec, Corp., 822 F.2d 1528, 1533 (Fed. Cir. 1987)

17) W
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oA, EAFgA o] ZlAH WL Ao g WA E st 2 A4A9 AE 2
ojF& Aol k'

ol Y& Motion Picture Patents¥7d' o4 Ss{¥l 9o diste] cpg3t o] BAIYH.
Z"RE 239 YWYt EHYFHAMAoN BAE 2, FAA e Fdold sl HHE MY
frholaig E3We B3 AR A= FEEE AHE BAFE o] AT A=
B8 AT AlA et 485 A=) glon, o2 FAAY T4 = Hdol 5P @A
ot Aojth =z $eist meisfoput st A2 vz EE EHAYPHAIMALY g A
olth. (Fah " ol g Wate] Ay AusIgLYddolMe] HBANME epytr. Corning
Glass 7ol 4], CAFC+ ‘&3 74+ 9 elqle] WH o] M=, A4, Ho§ X3}x
2 Qg uiAA]7)7] Ysled EHALFANA Fodals dElo] AAE AFsd Fo e
Azt ® = o selo]4, CAFCE “E3dzFHo] 2al 7149 A5t oi¥A Y4
Ertebs Aaglol, Eduse, WHo] szl vigl o], HFAHoz AAH HAFA,
2 olAE o °l3tE opd" = HE ZF2H

aduz, EAs Ay EyTIAMYY vin g B2 o]FojAE Aol 5¥A
2527 B8dse AqdHes FEA AL A o] FoiAE AL ot

g, sslATUg4e £de A9

EATEAY AFAAE Foe Ae SSAs R E BAL @ HUo] Pk A of
S wAsbed sholch Bay A21E(@ e TsA B Aoeely, TR B
HAZEL B Fel A B3 dPflol Az, AL, Weist AL 53F Ysse ol
Febn A Ak EsAN44e SALRAC A4 Yol e Bol Y whebd Pl
S mE MY Aol et £4 A7 g Bgse ol LFolrh

SHATYANA L S ool ololA AU Aol wE YEFAolh

SN AAY A AE B EHATENE S golth ole FAY 53y
FH9e ol BPY LE ESEAE APele) ARl 4 TYeh Y

ESPLA Aol Ar)TE Hg AHAAR} o} o5 Ha onighe thEA §of

18) ERNEST BAINBRIDGE LIPSCOMB IlI, LIPSCOMB'S WALKER ON PATENT i3rd ed.)
(1988)

19) Motion Picture Patents Co, v. Universal Film Mfg. Co.. 243 U.s. 502 (1917)

20) ld at 510

21) Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868 F.2d 1251 (Fed. Cir 1989)

22) I at 1257

23) Kimberly-Clark Corp. v. Johnson & Johnson, 745 F.2d 1437, 1449 (Fed. Cir. 1984)

24) ACS Hosp. Systems, Inc. v. Montefiore Hosp., 732 F.2d 1572. 1578 (Fed. Cir. 1984)

25 35 U.S.C. §271(a) (1988)

26) SRI International v. Matsushita Elec. U.S.A., 775 F.2d 1107, 1118 (Fed. Cir. 1485)

27) 1 P.D ROSENBERG, PATENT LAW FUNDAMENTALS (2nd ed.) 17-48 (1986)
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o) IS YA H A allo] dehd S AL tol] Ul FEAHol R

§ AHEEFE UARA P B At S ATHA folEol dH HoE oo F st Q)
A gotd 2-golse Has &Y ulE e AR oAF olgh
AT faseE, a2 SYTENe FAF AL 4 UEE YA Ssdd
2 Aolsfol gt Anjulg U of Fa-E United States v. General Elec. Co. Reiljof] A =2
"ol
ZI2AA ZolE AMFE AY FolE B3 WA £v WY S THNCN B PP
2ol whet FBaA A stelol gok Sale AL SHALGAS BB R AYES)
U A A e Ae, 2gln EIUi4L TIFHeE dFoA dddde AHolA Fohslojof &
o HES 537 EHeT o)A E AA R F AAsN 530 %E F¥UHoz Ul
EAREol Bololg FolA WES AP
5 BHATENE Y4 LAl B AL FA7) ol FAANE YA Ao
=& whEr] s FAE Helr] W, SIATHAE Yl Fol iy $As} YEI
€ 27) Szt SATHAS Bojol 2 HAg oot HA=lojo} Pk ol ?
SHATHAN AHEE Z1E Rl AHE A AESY FAol &y, AsAe T34
Ao M A Bty AT AEvtY FIE HEESG Y ad EHATHEAE A
a2 2obe] A Z1Ee olol ohel EH AL T ool HriYge =z A=
oF geh
589 oojv Y E AAY] AlMe EHYTHUAR 71 £ 2 AA o]4E 2H
of alo] weds) Adol @ olal7} wetol Wok ™ ESATAAE et} SSATHH, ww
BAA, =9, Fl&ejal, RI1EY ol A Fulel ohvet S AH-THAS doiF FAHANA
£ ofs}s]ojop grt
S50 Y ofehe) SHYTYAL 539 SHRTHA WA 082 4 A Aol
o & et EHATYAY ol &L 5 EHYTUNC A Fo¥ FAN E 4 U
ZAoleh. " a3y A7 o] Wit h2A HHsrizte SHATHHY WAE
BAsher] ohE BA0h ok, gUe olelel STl 2AL AL YEY Las
gleh
28) Hormone Research Foundation, Inc. v. Gnentech, Inc., 904 F.2d 1558, 1563 (Fed. Cir.
29) Iliig\z)rotech Corp. v. Ai George, Inc., 730 F.2d 753, 758 (Fed. Cir. 1984)
30) 272 U.S. 476 (1926)
31) Ild at 480
32) Kimberly-Clark, at 1458
33) Snellman v. Ricoh Co., 862 F.2d 283, 287 (Fed. Cir. 1988)
34) United states v. Teletronics, Inc., 857 F.2d 778, 781 (Fed. Cir. 1988)
35) Fromsom v. Advance offset Plate, Inc., 720 F.2d 1565, 1569 (Fed. Cir. 1983)
36) Unique Concepts, Inc. v. Brown, 939 F.2d 1565, 1569 (Fed. Cir. 1983)

37) Fromsom, 720 F.2d at 1569
38) Unigue Conceots, 939 F.2d at 1563
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A - FH

B3NS 5 e ddBAME EHHTEAE A 2 938 £ UG Ao
o} dedgAiAcl v E SRR HgeAe g siviEs, Aol ol ST o
o)g} WY E AAsed 28E T £ dow, wEA Edo o A= 25 HIAE
AR steu =€ 7 A8 £8% 4 Az ool "YHFHAA} YA aga
FAH AYE vepd A dgAAel BAEY RE o] whes] ESATHAY FAIA A
Yol YAAAY & AL dolaAE @ech

E3 4455 ol Folal A% (statement) # 4 (amendment) & EFHHTHAL] S AT 7|
25 A7 F 4= AL Holth 4 elA ¥ £ ot EAAHAY s -£9 ‘HATA
Z] 24kl (file wrapper estoppel)”-& 53-8l & A Y ¥4t olve} EIY U oo]& A
g el 52§ 4R o] FlAadate A4 E B T Y Bl A SIHFTHAE
A7 9 F5Y =Folth aeleg, 272 e SFLFAI SHAH LGN 2
2198 FAF A e Aoz ESATYHYE FASA RIS FAGHG Y F4A

Futd e "EFALFAI S LS Tdd 2UE FAHE A WAL FAFFE R ¥

Exo2” ubgold Aotk sAdays HFeAge] Fyicde] veluA 4§ F el 44
nzectozs ALEE F Qg ZHeloh

2 o] 2L MY Reenhe ESATHN T Lol sHHo A" 4 UE B
o EHATEY Aol EAYRI LA A Y2 Al HohE A AHEE
4 fich @

. Teiae) Asist F5eeistel el
ES AT} AT BEY 7] Fo] @} ol H, Seae) ol VYWl oI T
WA ZAE SHATEC) Yo 4T PeleteA ¥ E AAstE Aol Basih 53
Aol cgold SHYTUNY FAlE To) AT SolHele) DY By ohe} 5
AN FYHol A FAsE FAAA Z5e Hugd ol sdaEA ¥ E AR sE A%E
AL @ azimz, hx £59 SR Atk o AAE A4 A8 literal

infringement) ol EA 2= #5% 9elsle] A4l (infrirgement under the theory of equivalents) o]

39) Pillips Petroleum Co. v. U.S. steel Corp., 604 F.Supp. 555 561 (D.Del. 1985)

40) Marsh-Mcbirney, Inc. v. Montedoro-Whitney Corp., 882 F.2d 498, 503 (Fed. Cir. 1989

41) Howes v, Great Lakes Press Corp., 698 F.Supp. 1120, 1124 (S.D. NY. 1990)

42) Mannesmann Demag Corp. v. Engineered Metal Products Co., 793 F.2d 1279, 1284 (Fed.
Cir. 1986)

43) Ziggity Systems, Inc. v. Val Watering Systems, 769 F.Supp. 752, 790 (E.D.Pa. 1990)

44) McGill v. Zink, 736 F.2d 666, 673 (Fed. Cir. 1984). See also ARNOLD, WHITE & DURKEE,
1989-90 PATENT LAW HANDBOOK 78 (1978)

45) E.L Dupont deNemours & Co. v. Phillips Petroleum Co., 849 F.2d 1430,1433 (Fed. Cir.
1988)

46) PATRICIA N. BRANTLY, 1990-91 PATENT LAW HANDBOOK 65 (1990)
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o] Fduys sl g e Heol vehd S LF A FFAeE

e

Yalo] Esiso] Y DAL WL A9, WUe S TA4 AHE HolHol v 2
4 A7l fe Aol st YU Welgor naly YN AdE AAY 4=
Utk Ugidez FzA Fodg gt SR THNGE B, ASHAEAE ASsE
EsyTE9N AETL 1 249 F5EE ZYPeE Aoz ojHW

2olgel sl SuPg gl Holx EsyTYN] TE 249 AUE WA olyolzts
ARY wol WAV wpRojuetd, WudREel B ANE TG AN BT
ol "W Z (read on)” © A-goletol Gek " wnedgol B HTYAAE Bdo] AFsE R
2 AP A9olE Bde] S NE ok Houw ol Yne) SHYFHA o
S ASolt Taae Aol $AY 4 U7] AP ENTENA dFL THA A
2 foh 27N TAae Al F AAYel Aol AN HBL HudPFol &
AT Aol A EA S of 25 AW o ek

9 2o go) vlalg WAol NS Eateht B FHA) TA4e) o] WX (read
on) 32 Qe Agole T4 Az ux A Sl ot BHLEE FEATE B
Wg 4 oo azsle) YU F5E Welshe) Asiol T AgshA ST oldguNL
o} e QAse] 3 o WAY ¥} ek

e Tolge) MEARe Tuelal b Selusiel 9AE H4she e 5uY nEe) ¥
A% Bt $EY Ao FAAAE Aol B 4 AUk Y AL HANY 2yAs
Esjo] ulo]g Wt hAE W5 o§AE FE oz, AMZE FePozA ulE ofPs
2bslAE Qe strists 2 Ee #EEUARAS WY vigel UES sl 2EY A
otk (33 FEEUL olei® AYol We} #AY Aezd, FFEUAS LME FTE 5
ol A7l 248 AYAD 4 ke Aol

aemz FEEelstel Ase Wi ol S e "FAY AAEL WU A

47) Adelman and Francione, The Doctrine of Equivalents in Patent Law: Questions That Pennwalt Did Not
Answer, 137 U.Pa.L,Rev. 673, 679-80 (1989)

48) See, e g, Graver Tank & Mfg Co. v. Linde Air Prods. 339 U.S.605 608 (1950)

49) See Atlas Powder Co. v. E.l.DuPont deNemours & Co., 750 F.2d 1569(Fed. Cir. 1984).

50) Stewart Wraper Corp. v. city of Pontiac, Mich., 767 f.2d 1563, 1570 (Fed. Cir. 1985)

51) If the accused device is encompassed by the literal meaning of the words of the patent
claims, then the claims ‘read on” the accused device. 4 D, CHISUM. PATENT §18 04(4)
(1989)

52) Graver Tank, 339 U.S. at 607 (1950)

53) Palumbo v. Don-Joy Co., 762 F.2d 969, 974 (Fed. Cir. 1985)

54) Smith Intern., Inc. v. Hughes Tool Co., 718 F.2d 1573, 1579 (Fed. Cir. 1983)

55) Palumbo, 762 F.2d at 974

56) Graver Tank, 339 U.S. at 607-608
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FAe - $49

4 FY Pz AU TUE 71eE s AS, EAA4S Aot el sivlele 4¥3E
£ otk *” oefd Azl ddsled S THANA AAE ZE A o] A gy
ol Jeldel € "a+ glod, 434 F59 Wik gl vehd ez L

E3ggd o] Yoile #5EHUHE A A8 AEARe Z149AE @ ol
o, W F2] A Aa} - wFf A A 2] 9 (the pioneer - nonpioneer status) & me{sfjo} Fol. AAH
24, E& A A (generic) WP E-L 5 EU oot FHAY 2 EF PP

2. Ay ELYH

ALy 19829, 53y A FUE 7t Hdige] AG=HE HEY o
Z7t5AE Aasle] E ol 449 53 weuld, WA, FAEEY 2 FHVISE
A AsL7) Ysled Ay s A (the Federal Court Improvement Act)ol] €8] A x5} o
o A 3 B Aol df FU ALHEI) AgaLEYe] oY
€ Eeugt

53y ST AYA Foll dE APy Lfde] 4L o8 1220 £ gLol
BAY 2 o)A HsiT4 Y Yot Ay BHAEE FE HY =& HU IS E WS
o FE e I dyegLidide BhLe e A EgAo £PH Hs o
REE 2 Fa glen ™ it Zl4dAZd Ao Frjzd FEE gz ot

27218 Aty A4 L A3 gide]l F3 AL FYste PYIA HAAssge
Holth, zev EPsle 3Ll A4 a g4 e Fdelde AL ol FX Raln
Ut =g Ay gadde Jutsie e A4E A olfE Wy AAeE EF3
2 A& Y FofllMe 2ed oHdE s o

57) Id at 608 This test is often referred to as the ‘function/mean/result” equivalent test,
Adelman and Francione, supra note 47, at 687.

58) See e.g, Laitram Corp. v. Rexnord,Inc., 939 F.2d 1533 (Fed. Cir. 1991), Dixie USA,Inc.
v. Infab Corp., 927 F.2d 584 (Fed. C.r. 1991)

59) See ROSENBERG, supra note 27, at 17-52.

60) R.C. Dreyfuss, The Federal Circuit: A Case Study in Specialized Court, 64 N.Y.Univ.L.Rev. 1, 1-3
(1989)

61) Gerald Sobel, The Court of Appeals For the Federal Circuit: A Fifth Anniversary Look at Its Import on Patent
Law and Litigation, 37 A.Univ.L.Rev. 1087, 1087 (1988)

62) Id at 1088

63) See, eg, Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931(Fed. Cir. 1387) (en
bank) (Holding that in order to find infringment, each element of claim or its substantial
equivalent must be present) cert. demied, 485 U.S. 961 (1988);Wilson Sporting Goods Co. v.
David Geoffrey & Assocs., 904 f.2d 677 (Fed. Cir. 1990) (Hypothetical claim analysis)

64) See Jonsson v, Stanley Works., 903 F.2d 812(Fed. Cir. 1990).

65) See R.C.Dreyfuss, supra note 60, at 6-25.

66) See Michael L. Keller and Kenneth J. Nunnenkamp, Patent Law Development in the United States
Court of Appeals for the Federal Circuit During 1990, 40 Am.U.L.Rev. 1157, 1158 (1991}
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M. #5EYe]e dutE

1. 2

oin
Mo
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2|

7k iy

e Edalc Weol S3LE YAE AANE o S 7o Fdol ds) @ FLAHE 5
2 4 Al7lel GRS T A A% BE REF] aZdEn ST H9st A
ol #3d4 3t TVEAA YIHAD & o)F, UL 2F Fdol sl Aol et Fo| 7}
AT oo o] 4e YT ek FEEMele SIHATERS ST SAY 9n)
(49) S HF32] AR NF A& B3 FE ez, dety 2Aze) o) o] Hal§
AEste A2 A3 Ax FAC A FEEUY J1F2 A5 YU o8] M B
=l

‘aeiv el B3gol 2 W Faim Wz ARG A LE Ssgss] Fxof
W ol MU ZE Sale] R GAL Yoldk Ao 473N 4 U s B
A% Qo ¥ Ysloi el Duhe EHATHAS £ol de YA gEt
A B3 BeAAY ALY HF e AYAR FASo] o] nEsA Yedd HHE A4
4 ob% FHA7L 9 Folatt AME ARSPA, HUTL ST WA, YA, =¥ 5
W ohzn 4Pdez FUY Jlve A4 SUY BAoz 4eslel FUW ANEE YS
t AANeIRY SHUAE nEalr) Ao 2SEUAE VARG

o] #5E4el& vjd oY YUo] Winans v. Denmead HA™ o4 @A) AFEe] sy
¥ 2] A7 (substance of invention)oll ¥ EFREE FIEHA YEF ¥ 2oz nqhd W
ot agju g5EHe]e ddlA sd-& Graver Tank & Manufacturing Co. v. Linde Air
Products Co. A4 244 Bgd=lcdc) du}5=3] 84 4 (CAFC) 8] Pennwaltstd =3
F5E4e 484 F28 Av]E AHAN

12 - P

1) Winans v. Denmead 247"

67) 4 D. CHISUM, PATENTS 18.04(1) (1989)
68) 1 P.D. ROSENBERG, PATENT LAW FUNDAMENTALS 52 (2d ed.) (1986}

69) Id

70) Zeigler v. Phillips Petroleum Co., 483 F.2d 858, 868(5th Cir.), cet. denied 414 U.S. 1079
(1973)

71) Winans v. denmead, 56 U.S. (15How) 330, 338(1853).

72) H

73) 339 U.S.605 (1950).
74) 56 U.S. (15How) 330 (1853)
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FHg - $4d

Winans v. Denmead #4-& dutzez F5EH7 ST THS APz &3}

S A8 48" Hze BAz A4

183603 E& 357 1172 688, &3 AHAE "o AAle] Wi & dzdoleta E3
Fraie -8 g AYS 5EE A olF THALE AAsol L Hx= A3
3 ek ™ ke W 8-E Agsiete el 8FdE ETslm, Gl dE]] §oE AME3)
o EHATHAE ZEstn Akt F 2 SIS < ﬁé“é"é“é*‘]‘;ﬂ AY A=
A3 FHAT EQE 54 F2o B Aol 2dn o FIAHTHSE A v}
Zo] AA A 2 (substantially as set forth)” 9} 22 wEo] we} iy ™ B4 53o i &
#HAyFH s YP7 249 g Fol Ze FobE EAolgtn Azsie AEo A FEL
7 2xoz gasgich weld Yo £wad Aol FH F¥ojgln o 29 WHE a
ZE 3P0 B B4 Eo 2A fdcl’” wd o]Fe Byol 3l 53 AL U A A
4 BAE B R Hont A3y FFER o Uy EFe] AL BAse @) ApLd AlY
Atghel AR sojete B E-E AWl $E 4 demz EFHAPL obF siAx @A B
o}’ 3 41e Winans$hAol A o2l &t Aol 47]A ¥=F 371 el, 3 A Fol bt %
BAFA & FnAgE FzsdA gl ST HAE P AEAA 5AE AEF
FA X8} (the preferred embodiment) 3 22 F#E5E8S 25 Xl Aoz AL ™

o] 717k%<qt ESATHAE E3PR I AT el FHEA FPAY, FFELE
s o] Hejo] i dAAdF R U 23 5L Wile o u ¥ 7
ofF ot WinansAbde Aebgul g Axaiske] segol B S golsic 33l
EH AT Mol "AHrl 5o 9bE Ao FAE e AFA 2gog glee AT e
2 o)FoiAdn HAstn AUt YEY A xS 5 kA deld AMeFste Aol
ek AA+ Ael stFeoz g Axxzked Y¥ehg dF AFAZAL, EAE ¥EYe] Hub
23 F YN FYsA 8 FUt P Huie A4 AL A=y g stn gle] F4UE
€ 7z Qlervs B3 A dada 3P YA s 42y MY 2z A
ol A Aoz ny 533 FAe FAL A2YY AL 27y genz Aol
ok fBAg

o=y Ay Yol g A} 499 24970 Aoy, st ALEF vejejey
70y gule S3UdS FEY Aoleln 1A, (S g iYL HEdEy 7

75) Pennwalt, 833 F.2d at 958

76) Ronald D, Hantman, Patent Infringement, 72 JPTOS 454, 462 (1990)
77 R.ELLIS, PATENT CLAIMS 3 (1949

78) Id

79) Winans, 56 U.S. at 343

80) Pennwalt, 833 F.2d at 959

81) Winans, 56 U.S. at 331 82) ld at 339

83) Id at 336
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v G ngad e ol vehd S dagel dolHe] FFAolE

Z25 A AL vE 2 A7 Yt 5 E SA3] d2AY, AsEe] BRASA 9L
2o vjEE HYx SHATEH ALE Solet G GolF AR sloiets o] 53
Aoy el PRt =g gL E3ue] Wy E APl U] Fag A
‘a3, algko] A E HMlMe o A el sl sHer?" e Aoleln] olo o
G Uitz “speke AAA Esdate] AadeE TAEd Bidtjes PA4Y 4+ U
Aot LY AAE 24Y + UL AR Yol 7ol Fdtn BAYRG® a=g,
A, diyde YU S JhA FEols Yele YU S JH2 WEYH J1eH E5El
gl BA{ Aojch

WinansAtZd o] 4420732, "S53zt AHAle] g g dls] A9ME RaMx 2 U F
£ ol#fsla AEY 4 QS AL F¥stn FYEe AU §o2° HAS Ao o FF
atgich®” B 44272, 3] wdAloA ‘A4l Pdoz YT Aol 2 ¥
& 543 FAgsln AHEY]"F 87 n denz, g4 v]Fo e g HE4
7132 Udotn FAYE® s 2R U EF 42l s YdAdE ol g He)
g dFstn A 97 wFoll e x3e Winanse 5FHAE As A @sdde Aol £+
oot * £F 24923 o FaAr AYF AL Fol {331 (would be injurious
to labor) EFAHM4LF A+E F7HA 87 ddn FEUH

Winans®h2 o] %ol A3 187099 53 H22 EsjAHAe] "y EE FMA
oz AMstn ‘YYs| Fsol W FARE ] Yoz U SsY T Edol WK F
g8l APy SR E AP Qo] EHHTFY Edel tl% o A
AAe, FEELAE A Aol e} AAsA S YT TAF Rt § & FUG Y

2) Graver Tank & Mfg. Co. v. Linde Air Prod. Co. %%
Graver Tank¥ 72 Winans%z™ o] & 10014 7ke] #5EX2] FUAY AdeilFol ¥38 A
Fd et Graver Tank¥HF o4 A& 2 A=l 58 AAbsle HelSoll A=A AL
2 &<l 3t o}

84) Id at 342

85) I at 343-44

86) P.D. ROGERS, supra note 68, at 17-53

87) Winans, 56 U.S. at 347 (Capbell, T., dissenting)

88) M.

89) M

90) I

91) Pennwal, 833 F.2d at 959

92) Id at 959-61, See abo Gregory J. Smith, The Federa! Circuit’s Modern Doctrine of Equivalents in Patent
Infringement, 29 Santa Clara L.Rev. 901,904 (1989)

93) Graver Tank, 339 U.S. at 605

94) Pennwal, 833 F.2d at 969
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gl - $49

Graver Tank¥4-& A7)8% £2]AE3%-E(an electric welding flux composition)o] B/ o}
Rk Yl FEEL = AA gt L= ARE Fol] Bl HHo] I E HPoz o
A HEFE dailds fFALSJG ™ Yae F4kd ol2ulF (magnesium silicate) &
A1g3lgled olA-L “dle] EE4 419 (alkaline earth metal silicate)” o]t} ¥igel] o
¢7te] £34 Aol obd F44 =37} (manganese silicate) & AH&3i%lc). *

o4& Sanitary Refrigerator and Machine Co. #24°”& ¢l &, F5EHa olelo]4 A
A dE 712 AF-4H AFE AT 2 7534 A9 AFV-F U8 aeEo 9y
U2 "ghef & AL AU FUG Ao FUR 715 S FHsle AN FUAG ARES
dedd, ol ¥ FA 6§ B9y, Yul, 24 dolAM dag ¥Ax FUYF Aol =z B
At

2 dgUe 45 AdolzA deizteh aelste diy e “SIYA 75 FAY T2
7} ohvn] AFAeiolM sl AdAR ohzz RE B0 dsid 23z TE HelH
dAY ANE s73+= g o gAY}

59 Aol o] AYAE T AH¥o] EFEA A1 88 54, & ¥ AYsIge o
AYe 4R, =8 7 aln o Ziee 443 $3A7 3Bl TislA e AR
EgE AT aArtFAE A AU ¥ Fol sl mes] Bolof goim Y
oh Y iy e Byl ol FE5AHEY ke AMAAAIY Y (trial court)oll A o] FoF o} Fot
a2 gAY, P

Aol A 718 AN & A U vlaviee 9 dellA fAbse EY
2t FUFHE A8 ALEde A, zelz AAAERAA § EY¥art F3 A
Ao A4 FAsittn BHAR A Foll FEYUG " F dHA L HuydgEe] FFEHEH
oA E3dg Asydz AdAY

Graver Tank#74 9] 442|122 Winans: o] 44979 A& A3zt § FAH=
2 B THSA Bl U g AL 539 9o wel dde Aol Y Graver
TankAlde] QlolME, H8UAE A2HE AEoz BT ¥U7] W&ol o4 4L

95) Graver Tank, 339 U.S. at 609

96) Id at 610

97) Sanitary Refrigerator and Machine Co. v. Winters, 280 U.S. 30. 42 (1929)

98) Frank S. Molinaro, Pennwali Corp. v. DurandWayland, Inc. - The Federal Circut Redefines the Loctrine of
Equiralents, 38 Depaul L.Rev. 787, 794 (1989)

99) Graver Tank, 339 U.S. at 608

100) M. at 609

101) M.

102) Id at 610

103) Id at 611-12

104) I at 614 (Black, J., Dissenting)
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o) FdgFa g Helol vehd E3AshaFol oiM] FFA40lE

5383 E B THYE dol A7l Qlon S o)A BHEL FA5lw Qcin
FAHct " 53 i@ Blacke “F iU 9AL g Fol #AY 5340’8 ‘=
A'E $% ol}(the stage for patent ‘fraud’ and ‘piracy) & | F&] Fr}. (F2) o|FE A=Y
€ B3 THYY Fdol AT 4 A =D g o3-S Yt

Graver Tank¥7d 2 Z 5242 dd PY4& 743 Aoz zegd.'"”

. #5499 HH
1) AAHAH 53 A} 53

Ho] F5EUE Aol 2 24 «, HUAL FFEUAY HEL g 53
Wed g xelrt e EAY ofdel Mg EY Ao deldr wgte HE FxG"™ o
B2 7} Yo wUgo] 38 F5EY HAT ohE Holvh WL Yyt oz Al 71A
F2 EREc (D) AAAA 4y, o] e FHHAT HHe) FE L0 did et Ayd
b () FEHE A olzlel AAA WA FFEO s st AFE Q) YLY A
#, olAolw Y WY F5E dhsiAw Halst AFH

MAAA gg-e AAHQ AR 2 7lFo] MEE AolAY Ex oju] Mo & A&
Mg Zo] obd, Zle+E S ¢ A £ A= FoA4E Ad ddelch " AU
"wted o i o] AAA 9AE MEE Helztyd, o UP Bl diF YYo| P AfH A
oA F5E WA vhasixiz FHAE A& dX7 TEUUG "N ARAA g A
82 Morley Sewing Machine Co. v. Lancaster3tZoljA] & oAlxlz e} "

(3 Hz22 AFANLE o] HEFY Mordey: A9 E3d Fyol iy g4
FelE AAAch Morleye FUY Aubd AnE YAT 4 A o)AY AAE dEd AFY
Agpel ohuigich agchd, aslAlE uch ¥ag sHdo] MEHUE Zolth”

a2y R Alakelu “ojH e slgo] thgt Foh{E sl (significant improvement over the

prior art)”''"& #AstE E3HEL “AAH W] 7% (substantial range of equivalents)”''?’

105) Id at 613-14 (Black, J., dissenting)

106) Id at 617 (Black, J., Dissenting)

107) Adelman and Francione, supra note 47, at 687

108) Pennwali, 83 F.2d at 963 (Newman, J., commemtary)

109} 4 D. CHISUM, supra note 67, $§18.04(2) (citation omitted)

110) Corning Glass Works v. Ancher Hoking Glass Corp., 374 F.2d 473, 477 (3rd Cir. 1967)
111) Miller v. Eagle Mfg. Co., 151 U.S. 186, 207 (1893)

112) 129 U.S. 263 (1889)

113) Hd at 273

114) Acme Highway Prod. Corp. v. D.S. Brown Co., 473 F.2d 849,855 (6th Cir. 1973)
115) Price v. Lake Sales Supply R.M., Inc., 510 F.2d 388, 394 (10th Cir. 1974)
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48 $49

=t 4G 9ol F5E (fair range of equivalents)” 'S} 2ol o3 RIiA. H3{ge] %
Agt Fo g ARE Bolv A, F5EHY HEHHAE o FopAd Ee 53 Fo] o]HY
7ol A AS, FEEYY AL oAt A9 glolAe. F, Ugo] §2 JEdMe A
$53 7t Y4sA shAslojop gt "

i) 2 oS ‘shd sl wlEA = 54 (wholly immaterial feature)” 9] W stete Asjets <
AL AW QA F& 84 5E AYsle 53] g4 F5EL A 2 §o] ¥
=12 gech'?

dupssl AU AHAA deds) wARad g & A4 Ak Texas Instrumentsthel]
o 4], W42 Westinghouse v. Boyden Power Brake Co. ¥+3"" 2] 7 }# uiejo] ofgh A
o) &3 AMAA S EHYTHAY A4 F5ol s AP A{2E B
o] Hoisjo] gk5E TPt

At 334U Thomas & Betts Corp. #7ol A 4214 e F5EUele HEH
97 WA A=A, oA FEE o} ARAF = PP v} A Fo) TEEYUE
He9rt JAE Bojot tn WA P kg, S U ojH e Ui gt Mgl of
HAnt BT ste A9 AuEte SsdARs s A FAdHA e @ =
t 580 obd # olFY WSS WA et A oy AGEIgaUY
& AARA e W W3] o] ohund A M B Sfuk Aleld] EAEe
71€ ARAe & Holv FFA WY FEE &Pty BAYPA

2) FAH w Fw3a A 244 (Central or Peripheral approach)

ZEEUY Hlo] F&e vl EFTHAY sHols EHA2 F XY A2 o
£ A2fo] ok AuA Ao S5 AANM £ 4 olv Aoz B THAY
“ZA1A Ao ety Bt S H2yd-e Common Law AAlA & 4 s Aoz
A ‘A Ao eln Fey A

116) Phillips Petroleum Co. v. Sid Richardson Carbon & Gasoline Co., 416 F.2d 10. 11 (5th
Cir. 1969}

117) Connel v. Sears, Roembuck & Co., 539 F.Supp. 229, 245 (N.D. Alm. 1983}

118) National Cash Register Co. v. Boston Cash Indicator Co., 156 U.S. 502, 517 (1895)

119) Marvin Glass & Assoc. v. Sears, Roebuck & Co. 448 F.2d 60, 62 (5th Cir. 1971)

120) 170 U.S. 537(1898)

121) Texas Instruments, Inc. v. United Stated Int'l Comm’'n, 846 F.2d 1369, 1370 (Fed. Cir.
1988)

122) Thomas & Betts Corp. v. Litton systems, Inc., 720 F.2d 1572, 1580 (Fed. Cir. 1983)

123) W

124) Sun studs, Inc. v. ATA Equipment Leasing, Inc., 872 F.2d 978, 937 (Fed. Cir. 1989)

125) WORLD INTELLECTUAL PROPERTY ORFANIZATION (WIPO), BACKGROUND READING
MATERIAL ON INTELLECTUAL PROPERTY 105 (1988) ’
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o) T8 Ay o) Belel vebd FAsagol oM FEAIE

Z43 Aot Yol ESATHS, YdAFA, aejn o|AY g2 N E UdY A
=t P9 A4 (essence) 7t FAUZE At &, o] AMAlelAE Y THAE I
24 (gist)"oll @t A o}

ZAH A RE 753 4L TFsev U HUAT SAH ¢4 AYH FANE
A se 4% Es)A T &<bA 4] (the drafting of a narrow claim setting forth a typical
embodiment) 3 Tk " FAH Ao YA slo e FEELE S TYAE HAA)T)
o, olt FaysiBol i Ee AAsolAM dAHT o A¥AdFel BAME AT
Wele) 84 (%, weiside #5325 Wtde AAdAFH st G4 = U/ WHEo]
o} 2P g ge] G Frlof M ol @ st Yol

ZwA Ao AANHE HHo] EsHTHS L Fdo] ofd Fz& Hstn et e
A, agln EsATHAE U] §AE Hsle Acolr] Wi el Haggd el SHFTHAA
2olo] Aoy Fzoll YA ¥ 5 stk aejeg, FEA A9 AN
Asjod B FHagd o] EHFTHHA PR3] L= Aoz s £ HaddEol
HdAe] W gy FSEAA odat AASUL Y oA FAH FHATHANN A
Holabd Fsisial %e Folw weld FHEUAL SATHHAY FAE SFeA o
e A, = #3554 H42 EATHAE 2 =2AH FEHE ez H4F}EA o
um o g4 siAdeiA sle Ag oolgd Y

18704 S8y Aol ¥ EsATHY 4 EsjAAE FHd oo Zlzshen M
1870 3o Wi Bo g 53 o] B & YIEY FAHL4LE IEY AA%NE AeRF
g EsAFAdAxe A3 (metes and bounds)” Aoz WEA|F <} " Fulton Co. v.
Powers Regulator Co. £l 4] 442 E3de 2 ST £l ohfa U
Mgt EAE 2 F7ae Ae Tdste Aoz f4E n AU Y IYs LU

£ E AT} wedBe] A (metes and bounds)F HAFctn BAHPG B

aziv FHA AANME BT EA ¥ ol e olFAE HHE FAY 4 U+

oluh Aol cheh A=ds] del AP ch4e st etk 53 e a2in AFd U

126) Id

127) 1 ANTHONY W. DELLER, PATENT CLAIMS 12 (2nd ed.) (1971)
128) Hd at 17

129) WIPO. supra note 125, at 105

130) ANTHONY W. DELLER, supra note 127, at 18
131) R. ELLIS, PATENT CLAIMS 10 (1949)

132) Id at 4

133) Ronald D. Hantman, supra note 76, at 464
134) 263 F 578 (2th Cir. 1920)

135) Id at 585

136) See supra note 21 and accompanying text

=277~



FAg - 449

HEE AMA o f3le AS, WU Asen BAYL D" Az FFIVA- FIUHE
€ dold E5EE Y = Axn, ek FHMAEHA HEddD A FAA EHYAE
223t A S43 SPFHAAE 5o F2 FAE AAN ¥ 4= UG AdYs
YL e 23 FEEH7 SHYTUHE AWt ¥ HeAr 2AE Yl 3
o] EHATHY} dAsIE Aol AE2¥ £ v A=A A, oflx FHA HeF
A MAE B9 £= AT ARG

HZ weloddE, ddsgadde) FEEUAF A EHYTHHE Sdigte A& AY
3= Aoz w9t} Wilson Sporting Goods Co, TV o 4] A} P4 PP FF5EUEE
EHATYHE SR E gl S ATE A FEELS AYE " ¥ddgs HE
J&3 g

3) BAA g49 v EAY o4

WM FEEYUES B d A4S A WEEe] FAY A ALy dE LRse Aol
gagg QAP g gz Fe EAVY opE vn| A= sixlmne FFF
€ o] 5 7lA B 250 glo] 23" £5 e Holth adv W EY 74 34 ¢
W xEH g 7] gl YaME ZEAHQ HAE YT 4 U] wEe] vojd Eo] F1 EF
via) AlL3tH A4 E4E ool SR H L5 FHEEY WAt v % Wei ' julxA
247} E3yed Boll EAAoln Huyg oA s3] wiA QUE AL, HUE A=A U
Eoll ts] 2 Fo| e AHEF olFE FFAEL FAWUApL

2l &4 A B J%E v e JE EHE

YRlo] HalojRe AL Asl FEHEVAE ALY wollv F2 n2edLEol Uk FFE
dele Heyee Ylo] S U g E Aolojd 4L Fotsle A, F 84
ZA13 724} (element by element approach)”-& Wi} ol Hal 2] 43§ (invention
as a whole)" ol 2} WS d2 Lo wa} B 45 gn 449 4% U o] A€
HY, B3 UL gALdYoA azln FHAEZ FUHE A Ao st

7] & of L4kl (Prosecution History Estoppel) =3 Z5 & slolde] YT Yol 8L
o]y $ich olHe 1&g FHE7] A A FAFH ANLr 7] FIE D] A HAA
FTE RIS A5l Yt oz SIHATHHAE AP

137) R. ELLIS, supra note 131, at 12

138) Adelman and Francione, supra note 47, at 680

139) Great N. Corp. v. Davis Core & Pad Co., 782 F.2d 159, 166 (Fed. Cir. 1986)

140) Wilson Sporting Goods Co. v. David Geoffrey Associates, 904 F.2d 677 (Fed. Cir. 1990)
141) 4 at 684

142) Pennwal, 833 F.2d at 964 (Newman, J., commentary)

143) R. ELLIS, supra note 131, at 33

144) Westinghouse v. Boyden Power Brake Co., 170 U.S. 537, 561 (1898)
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vl AGEH gy Pailo] debd EsAa gl glelre) FF5 4ol

vixlnte g #F-5Eo 4hd Y2 (the Reverse Doctrine of Equivalents) = wjul & &3¢ x}7} wie}
H W) E FRsA RIS F slo] S Aol A EelsA F L3S ALY 45 YA oA
3 SHA T EAAH GAo] EAYPL P o]F F49 YEE Graver TankB o4 =
g=glot Ad¥ FAE =95z Yt

2. 4yTsy

7. 24 o J15d 983 2o

Jones v. EvansftZol|A] AL yle ST 452 Y B Ao
Bhd 72 9 7152 F=zste] sAsoo} ol £ FUAY UL AP MY Fxof BY F
o (structural language)-2 &3 FAe} 24 %Fe F 7ixEF B5 Zgsies fojojg '
71l @& F (functional language) & 2] =¥ 23} (the designed result) & YA 3= TE <t
S Z3ste ot s d AAE PAsE LE oo dE EHATHYE FUS F
T AAE SAHEE 2o SEHNE A WA 239 PP EE IYPY A2 PHYY
Aol E 45 k'™ o]} A9, 24 Fzo B FAuto] EHATUANE AY 4 Ut 7
Foll 8% ¥ 5oz e, ST ovigt o 5 FHAS JehE U EL o3 8]
€ ot =80 45 U olA A& FEE HsAE A9 4 & 240]),

v 4 3E5A
) HATs49 Aid

vl & FE5EUYst Y3l Pelgdez Uokd Y sriale, FF5AHY Aol Sy o
A 24 E 2575 sl o] & WA F 5 E (statutory equ-ivalents) (£ 214 (literal) F5E"
# A (legal) ZEE cletnx golal Pt o2 19524 53l 1128 6ol ALH 7] 5ol
T 5ATHNY Fd P

A A2 H K] 19529 Sy ol Aoy, Wdge] HEE Folate Mol o BT
W 22 1ol By FAwhg AEEed 249 APL A EHATYAE FaS)
s1ge} " O'Reilly v. Morseshad "ol 4] dujei Q& wdxirl Az A4 4 2ol B
glol B4 A3s H4sle RE 71t 492 ] A S THYe Sl B@Y

145) William S. Galliani, Patent Infringement Amidst Rapidly Evolving Technology : New Equivalents, The Doctrine
of Equivalents And The Reverse Doctrine of Equivalents, 6 Santa Clara Computer & H. Tech. L.J. 75
86 (1990)

146) Jones v. Evans, 215 F 586, 589 (7th Cir. 1914)

147) P.D.ROSENBERG, supra note 68, at 14-17

148) R. ELLIS, supra note 131, at 339

149) M

150) See P.D. ROSENBERG, supra note 68, at 14-18

151) See . KAYTON, PATENT PRACTICE 2-28 (4th ed.) (1989)

152) 56 U.S. (15How) 62 (1854)
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.19 o) A 24 @ shA sgtte] ESAHTFHNA A=tk Halliburtonsd'*ol 4,

e THYTUAY P32} oA A% Aole AL AWE F Yt E—ﬂ?g-'r“ﬁ«{—l
EAZA A 7o) F2ol BY fol7k ofd ©BEd FFol B Folzyt HHsIYY] @l Eol

o A Faete wAYL "

19523 E34, 35 U.S.C. #1122 6% 2z A4S ristr] ds F3dsA 2o
ZA4gsiglon o} g3 o] FAs Ut ¥

‘Aol g ST HAY & 24 FASH 7)5E £ AT a7 2E 2ARA,
a2 8948 AAse T2, AR FFH 5L dANA gaMx 38" 4 Uk agx a9 32
< ST e 2 249 Ao BAE T2 AME, FFH 5 2 249 FFES XY
e Aoz olsfsE ol ™"

ol g Fa YL EATHNY ¥ 247} St e 2X (45 24 ZHE o J]
3 Aoz AAY 4 U=E HE&Pde FHolth zEln a2FA 2o4FE W 5¥H3 o 7
54 g 2y F5EL AR A8 APl eodd AL L3 Aol ¥

u) & o] YHEAAN Fxix}t 715 EHATHENN 2 ZlsE FA] A 5EY F=2E F
Aslal g M 5 7l5S AEste ddkd o EHAYTEAE Aol B A P29t o E
A Ned FYsls FEES L¢3 Aoz o Aol " s F2H FEY JF
of t}2ol we} £& “~of WY FF oz “~of I} 2A"F Fe JFH £AdEL F3A
T a4t Tz RE o A aAHd O

ol 2ol & 3 7l F23 FUE 2ol 2 AY iy EFAFTHAY g4 o
o= Aol v 4tl(a single means)ol] W3 S&HAHFE o W&o FASHA UA @Yo
O'Reilly=t2 3} Halliburton3t 4 &} 7)1 F3loll A= F38AE HAogx 3ol gict 'Y

A E3 A (the Court of Customs and Patent Appeals) -2 In Re Tarczy-Hornoch®}7 of]
A HATEFES o5 3ol Adusignt

! 7]?4]94 G Zlsold AE A EsHY diate] ¥ 4 deow, EE s} of
€ dzo o oy agca s JlAe FAEiAle] v s Hus] 245 gle] o
Fobel st Ee] 2458 1 ZIAE FAAL & U ZAIZL sidE U dide] siA ¥

z

i

153) Id at 62

154) Halliburton Qil Well Cementing Co. v. Walker, 329 U.S. 1, (1946)

156) W at 12

156) CAROL J. HOLGREN, PATENT LAW ANNUAL 3-02 (3) (a) (1989)

157) 35 U.S.C. §112 (6)

158) Emilly Lau, The Test for Infringement Under the Doctrine of Equivanents Afier Pennwalt v. Durand-Wayland, 22
Indiana L. Rev. 849, 851 (1989)

159) William E. Eshelman, The doctrine of Equivalents in Patent Law: Post- Pennwalt Development, 65 Tulane
L.Rev. 883, 891 (1991)

160) Ronald D. Hantman, Patent Infringement, 72 JPTOS 454, 464 (1990)

161) CAROL J. HOLGREN, PATENT LAW ANNUAL §3-2 (1989),
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ol gagdUel Heilo] vehd S Lol el FFA R

€ A& ofyr. "'

CAFCE = wh Futol gl Sy 7+ FAE 2] 948 A% € 7M5¢ 5948
Egste Aok hHe A Aol WPzt dxn v FEEUE Uehd Roid. 2
glog A7) EdATEde 398 H92 deimd Aol disl Jds Adddn P

2) YAFTAN T4 BA

Az A2z 689 S W, 42 A& AR gl AL 4 U S
olel £ F5EYHE 5 7159 EHHFHUA HEsle Ads EFSAHG

Fedricox #1122 6&¢] vixlzt £42 E3de] A YA ertE AR57] Aste 7163F
58y E 4sle 2o Bddgn FAE Y 4] 0] 53T (the U.S. Patent Office)
o] A12}8) 91 & (Examiner-in-Chief) o1 1952 531y AA-g A 34 494939 $Ueld
P.]. Fedricox #11122¢] 9Julo] gt AAle) £213& dHsidA o] 2L F2 53]Ho| A4
A £r1E AR Yot 222 EHTHAE st A FhddH & FRYPAL
© aeln B £943e =lE Yol ¥y J. R Brystong 112z oAy F34L
F529F 2Pt FAYL " o] LAEE 1122 HAHol WY FLY J22
AFWUD FAHEL Al1229 A 2F3 34 oF UAdEL v]odYst 24 FFEUYY
A A gL drg g vojFE Aoletn F A Y =3 Hantman U4 WYUM=
#H112ze) oA 715d ESAFTHAE AHAsc ol U AN E 3Pz P

‘In Re FuttererA}7'"® 3} In Re Hogan and Banks A}@'""-& CCPAo] 11229 uojx|9 &
Ae FEEY AEH = ubA Ao i HER HAUETE A=EA 29 FE Agst
CCPAE #1122 6% & APdsdZol A &sln] ‘Fuiat 7%'e] &A@ A2le] AiAl %
E FzEe FHYF A4 5L ¥ Yo ok ajez ‘Fo3 5 EHYFHS
E 2y RE Z15H SHATHA(E 25 2oe Zste S TEAE) € Alizzy #
SEdeo] ateh spHEL "

g, Ad¥ FAsIEL wE FEELS AAYL FEH V1F 258 s Ao

162) In Re Tarczy- Hornoch, 397 F.2d 856, 864 (C.C.P.A. 1968)

163) In Re Gillbert P. Hyatt, 708 F.2d 712, 714 (Fed. Cir. 1983)
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Summary)

Patent Infringement Under the Doctrine
Equivalents in The Federal Circuit

Yang Seok-Wan - Song Suk-Un

The main purpose of patent law is to promote the progress of science and technology
by encouraging research and disclosure of results. To support this goal, the patent sys-
tem gives the inventor a property right and protec- tion from infringement.'®™ On the
other hand, inventors are also required to specify their patent rights so that the public
may know what they are prohibited from doing during theexistence of the monopoly, -~
Although the patent system intends to protect the patented inventor from would be
infringers, there is strong public policy for limiting patent protection to the terms of the
claim.

patent infringement occurs where either the alleged infringing device li-terally falls
within the scope of the claim, or where the accused device performs substantially the
same function, in substantially the same way, to obtain substantially the same result as
the claimed invention.

The latter is the doctrine of equivalents designed to prevent a patented invention from
being pirated by minor and unsubstantial changes. This doctrine may be a significant tool
for proving infringement, and its use is becoming important to patent infringement
litigation. )

One issue important in applying the doctrine of equivalents concerns the means plus
function claim stated in the patent Act of 1952, §112(6). The purpose and the scope of
this section has often been confused with the application of doctrine of equivalents. The
CAFC has distinguished statutory equivalents from the doctrine of equivalents in
interpreting the means plus function claims.

Until 1982, infringement actions were heard in district courts and of Appeals of the
several circuits. The courts in each circuit decided the same issue independently, and a

great inconsistency arose among the circuits.

185) 35 U. S. C. §261 (1988)
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After the Court of Appeals for the Federal Circuit (CAFC) was establishedby merging
the Court of Customs and Patent Appeals (CCPA) and the Appellate Division of the Court
of Claims (Ct. Cl.), the CAFC addressed several major issues concering claim
interpretation in patent infringement litigation, including the doctrine of equivalents.

In the application of the doctrine of equivalents by the Federal Circuit, there has been
much controversy over the judicial standards for infringement analysis. A most
controversial and inconsistent issue is whether infribnge-ment under the doctrine of
equivalents should be determined by looking at the invention as a whole” or on an
element by element” basis. This controversy relates to the balancing requirement between
public policy for limiting the patent claim by restrictive claim interpretation and protection

of patented inventions by expensive interpretation of patent claims.
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